
SBIR/STTR Limited Research License 
and OPTION AGREEMENT (Draft)
This limited research license and option agreement (the "Agreement") is made by and is effective as of the date of last signature (“Effective Date”) by Sandia Corporation, which operates Sandia National Laboratories at 1515 Eubank Blvd. SE/MS0114  Albuquerque, NM 87123 (hereinafter “SANDIA”) under Contract No. DE‑AC04-94AL85000 with the United States Department of Energy (“DOE”) and Name of Company (“Abbreviated name of the Company” or “Company”), having a principal place of business at Address of the Company.  Individually, SANDIA and Company are the “Party”; collectively, SANDIA and Company are the “Parties.”
1. Background

1.1. SANDIA owns a U.S. patent related to describe the technology.  The patent has been advertised for use in the Department of Energy SBIR/STTR Technology Transfer Initiative (the “Initiative”).  Company has responded to the solicitation and been selected to participate in Phase I of the Initiative to develop and deploy commercial development based on the technology related to the patent.  
By being selected, Company is provided a limited research license and an option under the terms and conditions set forth below to negotiate a commercial field-of-use license to the patent.  

Therefore, the Parties agree as follows:

2. Definitions

2.1.  “Patent Rights” means:

2.1.1. U.S. Patent No. [insert patent number], issued in the name of [insert inventor name(s)] on [insert issue date] and
2.1.2. any patents resulting from continuation or divisional patent applications based on the patent application for U.S. Patent No. [insert patent number]; and any patents or reissue of patents that issue therefrom in the United States Patent & Trademark Office.
2.2. “Licensed Product” means any kit, composition of matter, materials, product, service or process whose manufacture, use, practice, sale, offer for sale, or importation would constitute an infringement of Patent Rights without a license from SANDIA.

2.3. “Option Period” means the period beginning upon execution of this Option Agreement and ending (a) if Company is not selected to participate in Phase II, 30 days following the date of the decision of non-selection for Phase II, (b) if Company is selected to participate in Phase II, 30 days following the completion of the period of performance, or (c) if Company withdraws prior to the end of Phase I or Phase II, 30 days following withdrawal of Company from the Initiative.

2.4. “Field-Of-Use” means the 





.

2.5.  “Commercialization Plan” means a reasonably detailed document describing the general market and business opportunity the Company expects to address using the Patent Rights; a set of product development and commercialization milestones; and the associated financial and personnel requirements to achieve those milestones.
3. Limited research license and Option

3.1. SANDIA grants to Company for the Option Period the option to negotiate a commercial license under the Patent Rights solely within the Field of Use (the "Option").  

3.2. SANDIA grants to Company, the right during the Option Period to make, use and otherwise practice the Patent Rights solely for the purposes and uses specified in the DOE approved SBIR or STTR application submitted by the Company.   The research and development of technologies pursuant to this Option Agreement shall substantially be carried out in the United States.  Company is hereby informed that a similar restriction with respect to development and/or manufacturing of Licensed Products in the United States for the United States market will be required in any forthcoming license agreement under the Patent Rights.  
3.3. The right to sell and offer for sale under the Patent Rights is expressly excluded under this Agreement.
3.4. Company may exercise the Option to negotiate a commercial license to make, have made, use, sell, lease and import Licensed Products in the Field of Use at any time within the Option Period by providing SANDIA (a) written notice of its election;  and (b) a Commercialization Plan (if not yet provided) that is acceptable to SANDIA within its reasonable discretion.  The license to import may be limited by provisions of the license.  Company acknowledges that there is no expectation or guarantee of exclusivity in the commercial license to be negotiated.
3.5. If the Option Period expires without Company exercising its Option, or, if Company notifies SANDIA in writing that it does not desire to exercise the Option, then Company shall provide SANDIA a summary of the results of Company’s evaluation of the technology of the Patent Rights and Company’s reason for not exercising its Option. Thereafter, neither SANDIA nor Company shall have any further obligation whatsoever to each other regarding the subject matter of this Agreement. 

4. Patent Costs

4.1. During the Option Period, SANDIA shall bear the usual and customary cost of prosecuting and maintaining the U.S. patents and patent applications within Patent Rights.  Notwithstanding the foregoing, if Patent Rights are subject to extraordinary costs, such as for a patent interference, derivation proceedings, post grant proceeding, patent appeal, or patent-related litigation, SANDIA shall provide notice to Company of the nature of those extraordinary costs.  Company shall have 15 business days to provide notice to SANDIA that it is willing to bear the expense of those extraordinary costs during the Option Period.  If Company does not provide such notice, SANDIA may decline to continue bearing such costs, even if such SANDIA action or inaction results in the loss of Patent Rights.   
5. REPORTS

5.1 
Company will submit to SANDIA either (a) the commercialization/progress reports provided to the DOE as part of the SBIR/STTR Technology Transfer Initiative within 30 days of providing each such report to the DOE or (b) an annual progress report as described in Article 5.2 below covering activities by Company related to commercialization efforts and the development of all Licensed Products within 30 days following the anniversary date of the Effective Date of this Agreement. Such progress reports under option (b) will be signed by Company’s President or his/her designee attesting to the accuracy of the information in the report.  If no report is required by the DOE as described in option (a), then the requirement of option (b) applies.  If Company fails to submit a timely progress report to SANDIA, SANDIA will be entitled to terminate this Agreement at its discretion in coordination with the DOE. 

5.2 
The progress reports submitted under Article 5.1 option (b) will include, but not be limited to, a reasonably detailed summary of the following topics: (a) work completed toward commercialization of Patent Rights; (b) financial investment made in the commercialization effort; and (c) anticipated and actual market introduction dates of any and all Licensed Products.

6. License To Be Negotiated

6.1. If Company elects to exercise the Option, the Company shall contact SANDIA with the Commercialization Plan listed in Article 3.4 and a term sheet proposing terms for the license including an initial license fee, a royalty rate based upon sales, a commercialization and technical milestone schedule, annual minimum royalties, previous patent cost reimbursements, retained rights for noncommercial research and educational purposes and other standard license terms.  The Parties shall then continue good faith negotiations to arrive at mutually acceptable and reasonable terms for that license. That license shall also be subject to (a) Department of Energy non-exclusive, nontransferable, irrevocable, paid-up, worldwide licenses to practice or have practiced for or on behalf of the U.S. Government; (b) any federal government march-in rights; and (c) the requirement to substantially manufacture Licensed Products in the U.S.  If the Company does not respond to SANDIA requests to negotiate or discontinues discussions for more than 60 days and the Option Period has expired, all rights of Company and obligations of SANDIA under this Agreement shall terminate.

7. Confidentiality

7.1. No proprietary information shall be exchanged under this Agreement.  A separate non-disclosure agreement shall be entered into for disclosure of proprietary information.   
8. other Intellectual property 
8.1. Under the terms of the SBIR or STTR, SANDIA may be contracted by Company to perform work in the development of a commercial deployment related to the Patent Rights.  Any such work will be separately negotiated and contracted with SANDIA under a CRADA or Work for Others agreement, and is not subject to the Option Agreement.  Any intellectual property created during the performance of such an agreement is not subject to this Option Agreement and is subject to the terms and conditions of the agreement under which it is created.

9.  Advertising

9.1. Neither Party has any right to use any name, trade name, trademark, logo or other designation of the other Party (including any contraction, abbreviation, or simulation) in advertising, publicity, or other promotional activities. Unless required by law, or unless otherwise agreed in advance in writing by SANDIA, the use of the Sandia Thunderbird Logo and the name "Sandia National Laboratories" or "Sandia Corporation" by Company is expressly prohibited.

10. Limited Warranty and Indemnification

10.1. This LIMITED RESEARCH LICENSE AND Option and the associated Patent RIghts are WITHOUT WARRANTY OF MERCHANTABILITY OR FITNESS FOR A PARTICULAR PURPOSE OR ANY OTHER WARRANTY, EXPRESS OR IMPLIED.  Sandia, ANY jOINT oWNER, and DOE MAKE NO REPRESENTATION OR WARRANTY THAT Licensed Products WILL NOT INFRINGE ANY PATENT OR OTHER PROPRIETARY RIGHT.  IN NO EVENT WILL Sandia, ANY jOINT oWNER, Or DOE BE LIABLE FOR ANY INCIDENTAL, SPECIAL OR CONSEQUENTIAL DAMAGES RESULTING FROM EXERCISE OF THIS OPTION OR THE USE OF INVENTIONS and TEchnology Covered by Patent RIghts.

10.2. Nothing in this Agreement will be construed as:
10.2.1. A warranty or representation by SANDIA as to the validity, enforceability, or scope of any Patent Rights or the ability of the SANDIA to obtain an issued patent on any patent application within Patent Rights, or any other warranty, either express or implied; 

10.2.2. A warranty or representation that anything made, used, or otherwise disposed of under any rights granted in the contemplated license agreement is or will be free from infringement of intellectual property of third parties; 

10.2.3. An obligation to bring or prosecute actions or suits against third parties for patent infringement or join suits against third parties to enforce Patent Rights;

10.2.4. Conferring by implication, estoppel, or otherwise any rights under any patents of SANDIA other than Patent Rights as defined herein, regardless of whether such patents are dominant or subordinate to Patent Rights; or

10.2.5. An obligation to furnish any know-how not provided in Patent Rights.

10.3. Company shall indemnify, hold harmless and defend SANDIA and the U.S. Government, and their officers, employees, and agents; the sponsors of the research that led to the Invention; and the inventors of the patents and patent applications optioned under this Agreement and their employers against all claims, suits, losses, damages, costs, fees, and expenses resulting from or arising out of exercise of this Option.  Company shall pay all costs reasonably incurred by SANDIA in enforcing this indemnification, including reasonable attorney fees.
10.4. Neither SANDIA, joint intellectual property owners, if any, the Government, nor their agents, officers and employees shall be liable for any loss, damage (including, incidental, consequential and special), injury or other casualty of whatsoever kind, or by whomsoever caused, to the person or property of anyone, including Licensee, its Affiliates, successors, and assigns, arising out of or resulting from the licenses granted to Licensee herein, or the accuracy and validity of SANDIA Intellectual  Properties.  Licensee agrees for itself, its affiliates, successors and assigns, to defend SANDIA and to indemnify and hold SANDIA, any joint intellectual property owners, and the Government harmless from and against all claims, demands, liabilities, suits or actions (including all reasonable expenses and attorney's fees incurred by or imposed on Sandia or the Government in connection therewith) for such loss, damage (including incidental, consequential and special), injury or other casualty.
11. Notices

11.1. All formal notices from one Party to the other provided for in this Agreement shall be delivered in person, by first-class certified mail, or by courier with verifiable date of delivery, to the recipient’s address listed below, and shall be deemed to be given when such notice is delivered to the other Party. Facsimile numbers and email addresses are given for purposes of convenience only, and are not acceptable means for delivery of formal notices between the Parties.
For SANDIA:

(Contact name and title) 


(Organization) 


(Street Address) 


(City, State, Zip code) 


Telephone: 


Fax: 


E-mail: 

For Company:

(Contact name and title) 


(Organization) 


(Street Address) 


(City, State, Zip code) 


Telephone: 


Fax: 


E-mail: 

12. Export Control

12.1. Company shall abide by the applicable export control laws and regulations of the United States Department of Commerce, the United States Department of State and other Government regulations relating to the export of technology relating to the Patent Rights.  Failure to obtain an export control license or other authority from the Government may result in criminal liability under U.S. laws.
13. Miscellaneous

13.1. This Agreement may not be assigned, in whole or in part, by either Party without the prior written consent of the other Party, except that SANDIA may assign its rights under this Agreement to DOE or the successor contractor designated by DOE upon termination of Sandia Corporation’s contract to operate Sandia National Laboratories.

13.2. This Agreement is not binding upon the Parties until a duly authorized officer on behalf of each Party signs it below.  

13.3. This Agreement embodies the entire and final understanding of the Parties on this subject.  It supersedes any previous representations, agreements, or understandings, whether oral or written.  No amendment or modification of this Agreement shall be valid or binding upon the Parties unless made in writing and signed by an authorized officer of each Party.  This Agreement may be executed in counterparts, each of which is deemed an original, but all of which together constitute one and the same instrument.  

13.4. This Agreement shall be governed by, and construed in accordance with, the laws of the United States and of the State of New Mexico.

[SANDIA]
[Company]
By
: 


By
: 




(Signature)



(Signature)
By
: 


By
: 





(Please Print)



(Please Print)
Title
: 


Title
: 



Date
: 


Date
: 




4 of 7



